JURY TRIALS IN PATENT LITIGATION
Donald Zarleyt

I. INTRODUCTION

A jury trial in a patent infringement action is presently an unusual oc-
currence on the judicial scene in the United States.! Jury trials, however, were
once commonplace during the first century or more of the patent system when
a patentee elected to pursue an infringer at law rather than at equity. The
disappearance of jury trials in patent cases is often explained in terms of the
difficulty of presenting what are often complex and highly technical questions
to lay jurymen. While this may be a valid factor, a review of the reported
decisions in the last century pertaining to jury trials in patent infringement
cases strongly suggests that the patent bar has substantially abandoned the
jury system due to frustrating uncertainties as to what issues can actually be
decided by the jury, However, far-reaching developments in the field of patent
litigation during recent decades, and more particularly since the Supreme Court’s
most recent pronouncements on the matter of patent validity in 1966,2 suggest
that a resurrection of jury trials in patent cases may have some distinct ad-
vantages.

More specifically, jury triale may expedite the disposition of patent
cases. The completion of the trial of a patent case to the court without a
jury is normally followed by months of brief-writing, which is climaxed by oral
arguments, after which the court takes the matter under advisement. A pre-
vailing plaintiff who survives an appeal must then conduct another trial to a
master or to the court to determine the damages. This determination is also
subject to appeal. It is therefore apparent that if at least the factual issues in
an infringement case could be decided by a jury, the litigation period would
be substantially reduced.

The trend of courts to hold patents invalid has been increasing during the
last two decades, and has continued in this pattern since the Supreme Court
decisions in 1966.® The Court of Appeals for the Eighth Circuit, in over
sixteen cases since these decisions, has yet to find a single patent to be valid.*
In the face of such precedents, a trial judge has little recourse but to determine
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why the patent before him is invalid. As will be discussed hereafter, patent
trials necessarily require some findings of fact, and at least some of these find-
ings influence, if not dictate, the resulting conclusion of law. Juries, being pre-
sumably immune from the philosophical roadblocks that seem to hamper a
patentee’s way through the existing judicial system, might have a fresh and
more sympathetic attitude towards the inventor and his invention., Since
patent validity® and sometimes even infringement® are questions of law, the
jury can not have an absolute influence in the determination of every patent
case. However, as will be discussed hereafter, the recent Supreme Court de-
cisions? have added stature to certain factual determinations which affect
patent validity, and this increased emphasis on the factual dimension of validity
necessarily makes the jury’s role more important in the determination of the
validity issue.

In contemplation of a jury trial in patent litigation, as in any litigation,
it is important to determine precisely which issues are questions of fact and
which are questions of law, Furthermore, it is important to know whether the
fact questions are to be determined from documents alone or from conflicting
testimony of opposing witnesses, because a question of fact based upon the
submission of opposing witnesses will not be reviewed or reversed on appeal
unless “clearly erroneous.”® However, a finding of fact based solely upon doc-
umentary evidence and uncontradicted testimony is reviewable on appeal, the
credibility of witnesses not being a factor.® Buf even more important, an
otherwise factual question based only on understandable documentary evidence
is often treated as a question of law,'? or at least treated as failing to present a
jury question. These variables, and the evaluation thereof in light of the
circumstances of a given case, will determine whether or not it would be worth-
while to seek a jury determination in a patent infringement matter.

With few exceptions, cach patent infringement action involves the broad
issues of infringement and validity. The burden of establishing infringement
falls to the plaintiff,1* and the burden of establishing patent invalidity falls to
the defendant.’? As will be discussed hereafter, these broad issues include a
plurality of factual inquirics which can be the subject of jury determination.

II. INFRINGEMENT

Each patent has one or more written claims which define the scope of the
inventor’s monopoly, much in the way that a deed to real estate might define
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the metes and bounds of certain land. If the alleged infringer makes, uses or
sells a device or product that comes within the invention of the patentee, as
defined in one or more of such claims;'® or uses a process defined by such
claims;** or contributes!® to the infringement of such claims by another, he
shall be liable as an infringer. The issue of infringement has been regarded
as being either a question of fact'® or a question of law'? by various tribunals,
depending on certain contingencies which are not always clearly defined.

In one of its earliest decisions’® on questions to be submitted to the jury
in patent cases, the Supreme Court gave the questions of clarity of the dis-
closure (now a question under 35 U.S.C. § 112),2° novelty of the invention,2°
and infringement to the jury.®* In a subsequent decision,? the Supreme
Court was faced with the interpretation of patent documents from the prior art
as affecting validity. The Court adhered to the time-honored rule that con-
struction of documentary evidence was a province of the court, but that patent
documents are so different from other documents?® that they must almost in-
variably involve issues which cannot be resolved by a consideration of the
writings alone, and therefore must be submitted to the jury under proper in-
structions: “It is not the construction of the instrument, but the character of
the thing invented, which is sought in questions of identity and diversity of
inventions.”%¢

However, in Heald v. Rice,®® the Court adopted the view2? that if it ap-
pears from the face of the instruments that “extrinsic” evidence is not needed
to explain terms of art or to apply descriptions to the subject matter, and the
court can determine from such mere comparisons that the inventions are not
the same, the question of identity is one of pure construction and not of evi-
dence, and consequently is a matter of law for the court. The crucial test
outlined by the court in determining whether the question of identity should
be submitted to the jury was whether “extrinsic”?? evidence, beyond the
patent document itself, was needed for its understanding. In subsequent de-
cisions?® dealing with the import of patent documents in matters of both prior

13 35 U.S.C. § 271(a) (1964).
14 1d § 271(b§ (1964).
15 Jd § 271(c) (1964).
18 Coupe v. Royer, 155 U.S, 565, 575-77 (1895).
17 Singer Mfg. Co. v. Cramer, 192 U.S. 265, 275 (1904),
:g ?attin gs Taggert, 58 U.S. (17 How.) 74 (1854).
d. af 85.

id,
21 Id, The Court seemed to be addressing itself to the infringement question b
stating: “There are other questions of fact which come within the province of 2 jury; suc
as the identity of the machine used by the defendant with that of plaintiff’s, or whether
they have been constructed and act on the same principle.”

22 Bischoff v. Wethered, 76 U.S. (3 Wall.) 812 (1869).

23 Jd. at 815.
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26 104 U.S, 737 (1881).
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art and infringement, the Court continued to leave the matter for jury determi-
nation. However, shortly after following this rule again in Coupe v. Royer,*®
the Court, in Market Street Cable Ry, Co. v. Rowley,?® reversed the lower
court which had allowed the question of novelty (comparison of the patent in
a suit with various prior patents) to go to the jury. While this decision did
not involve the infringement question, it may be assumed that the extreme
clarity of the patent documents themselves, under the rule of Heald v. Rice,
would have induced the court to preserve the question for itself in any event.
While not referring to its earlier decision in Heald, the Court in Market
Street Cable Ry. Co. clearly used the rule in Heald by stating: “It is impos-
sible to read these several patents without perceiving that the patent in suit
has been clearly and repeatedly anticipated in its parts, function, and pur-
pose.™32

The rule of the Heald and Market Street Cable Ry. Co. decisions firmly
emerged and attached to the issue of infringement in Singer Manufacturing Co.
v, Cramer,®® wherein Justice White stated:

As in each of the patents in question it is apparent from the face of

the instrument that extrinsic evidence is not needed to explain terms of

art therein, or to apply the descriptions to the subject-matter, and as

we are able, from mere comparison to comprehend what are the in-

ventions described in each patent and from such comparison to de-

termine whether or not the Diehl device is an infringement upon
that of Cramer the question of infringement or no infringement is

one of law and susceptible of determination on this writ of error.5¢
In simple terms, this decision made the matter of infringement a question of
law for the court when the court was able to understand the patents and
the devices in question without the aid of “extrinsic evidence.” Since that
time, courts have submitted the issue of infringement to juries on the basis
of the courts’ ability to understand the patent documents and devices in ques-
tion without the aid of additional evidence. The Supreme Court has relied on
the rule in Singer in cases?® where mere comparisons of patents or patents
and devices revealed the essence of the question at hand. The Court of Ap-
peals for the First Circuit was specifically faced with the issue of whether
the question of infringement was one of law or fact.3® After considering both
the views of Coupe and Singer, the court adopted the Singer rule that infringe-
ment was a question of law apparently on the basis that the patent in suit
and alleged infringing pencil sharpener were understandable without the aid

29 155 U.S. 565, 575 (1895).

80 155 U.S. 621, 625 (1895).

81 104 U.S. 737 (1881).

82 Market Street Ry, Co. v. Rowley, 155 U.S. 621, 629 (1893).

83 192 U.S. 265.

34 Id, at 275 (footnotes omitted).

35 Williams Mfg. Co. v. United Shoe Mach. Corp., 316 U.S., 364, 383 (1942);
United States v. Esnault-Pelterie, 303 U.S. 26, 30 (1938); Sanitary Refrigerator Co. v.
Winters, 280 U.S. 30, 36 (1929).

38 Automatic Pencil Sharpener Co. v. Boston Pencil Pointer Co., 279 F. 40, 41-42
(1st Cir. 1922).
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of extrinsic evidence. This court subsequently reached a similar result®? in
justifying its review of a finding of invalidity, holding that review being proper
and “unweighted” by the “clearly erroneous” stricture of Rule 52(a).38

The Court of Appeals for the Second Circuit presented a thorough dis-
cussion and review of the leading decisions on the faci-law syndrome, in-
cluding both Singer and Coupe, and concluded that the issues of both in-
fringement and validity were properly sent to the jury.3® However, it was
clear that there were substantial factual issues involved which required ex-
trinsic evidence for understanding, thus removing the case from the Singer
rule. The court concluded:

In the case at bar there was conflicting testimony as to both in-
vention and infringement. The experts disputed as to how prior
patents worked and as to whether they were practical. They dis-
puted vigorously as to the meaning of the phrase “dipping-frame,”
used in the claim, whether it would convey to one skilled in the art
the idea both of a pin-bar and of a wire mesh basket. They disputed
as to whether a machine made under the patent in suit would or
would not work. We are satisfied that under the authorities cited
the trial judge would have committed error, had he decided these
guesi;ioons of validity and infringement, instead of sending them to the
jury.

Similarly, the Court of Appeals for the Third Circuit followed Coupe,
and concluded that infringement is an issue of fact even though the construction
of a patent presents an issue of law.*! Infringement is also regarded as a
question of fact in the fifth circuit,*? but a matter of construction required the
same Court fo treat infringement as a question of law in a recent decision.4®

In an early decision the Court of Appeals for the Sixth Circuit discussed
the rationale of both the Singer and Coupe cases, and concluded that the
circumstances of infringement did not involve an issue of fact for the jury.4*
However, the court recognized*® that the construction of a patent claim resting
on extrinsic evidence may present an issue of fact for the jury. In two subse-
quent decisions, the court stated emphatically that interpretation® or con-
struction*" of a patent is a question of law. It should be noted that the con-
Struction or interpretation of a patent is to be distinguished from a determi-

37 Hanovia Chem. & Mfg. Co. v. David Buttrick Co., 127 F.2d 888 (Ist Cir.

1942),
88 Fep. R. CIv. P. 52(a).
:g IHelded i ;i_}’anmﬂms,' 188 F. 914, 916-17 (2d Cir. 1911).
. at 0
41 New Wrinkle, Inc, v, John L. Armitage & Co., 277 F.2d 409, 412 (3d Cir. 1960).
42 National Athletic Supply Corp. v. Tone-O-Matic Prod., Inc., 421 F.2d 407, 410
(5th Cir, 1970); Hahn & Clay v. A.O. Smith Corp., 320 F.2d 166, 172 (5th Cir. 1963);
United States Indus. Inc. v. Otis Engr. Corp.,, 254 F.2d 198, 200 (5th Cir. 1958).
48 Stermer Lighting, Inc. v. Allied Electric Supply, Inc., 431 F.2d 539, 543, 166
U.8.P.Q. 454, 458 (5th Cir. 1970).
:: Hunnd 1;; Elec. Vacuum Cleaner Co., Inc., 298 F. 76 (6th Cir. 1924).
Id. at 78.
46 Motor Wheel Corp. v. Rubsam Corp., 92 F.2d 129, 131 (6th Cir. 1937).
47 Baldwin Rubber Co. v. Paine & Williams Co., 99 F.2d 1, 3 (6th Cir. 1938).
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nation of infringement.4® Thus, the same court found*® that the trial court’s
decision pertaining to the scope of the patent claim in question, and the in-
fringement thereof, having been based upon an examination of the operation of
the devices in question, was a question of fact and “not very appropriate for
review.” In removing the case from the Singer rule, the Couit stated:

Whether the rounded chambers were the equivalent to the flat topped
ones, involved and largely depended upon whether the former pro-
duced, in this respect, the characteristic performance of the latter,
This was a question of fact. The trial judge’s decision of it de-
pended upon the testimony of the experts and upon his observation of
experiments conducted before him in chambers with transparent walls.
We must doubt whether such a question as this can ever be considered
as one so wholly of law, or as one not so involving any fact dispute, as
to come within the Singer Case [citation omitted].5®

In following the Singer rule, the Court of Appeals for the Seventh Cir-
cuit made this succinct evaluation of the law-fact controversy:©!

Infringement is sometimes a question of fact, of law, or mixed law
and fact, depending entirely upon the condition of the proofs. In
most cases the question is one of fact, and if the case is tried by jury
it is error for the court to direct a peremptory verdict. [citation omitted]
But where no evidence of prior art, or exfrinsic evidence to explain
the respective structures, is necessary the question is one of law, and
the trial judge is authorized to direct a verdict. [citation omitted]®?

This view was echoed in a later decison®® by the same court, which held:
Plaintiff in error questions the right of the District Court to pass

upon the proposition of infringement as a matter of law, maintaining

this should have been submitted to the jury. The construction of the

claims was primarily for the court, If the comstructicn is dependent

on the prior art, a doubtful or disputed question of fact respecting the

prior art would be for the jury; but where there is no dispute or

doubt respecting the prior art the court may, and indeed should, as

a matter of law, construe the claims in view of the uncontroverted

and plain prior art.®

The Court of Appeals for the Eighth Circuit has heartily embraced the
Singer rule that infringement is a question of law where extrinsic evidence is not
needed to explain the terms of art involved, and the court is able from mere
comparison to comprehend what the patent is and how the accused device
differs from the patented device:® On the question of interpretation of the
claims (an issue related to but distinct from the issue of infringement), this

48 New Wrinkle, Inc. v. John L. Armitage & Co., 277 F.2d 469, 412 (34 Cir. 1960).
:g gener%Motors Co. v. Swan Carburetor Co., 44 F.2d 24, 26 (6th Cir. 1930).
. at 26,
:; gidhicagso8 _fz A. Ry. Co. v. Pressed Steel Car Co., 243 F. 883 (7th Cir. 1917).
. at g
53 Vurroughs Adding Mach. Co. v. Rockford Milling Mach. Co., 292 F. 550 (7th

, 1923),
64 Yd, at 554 (footnotes omitted.
55 Young v. Ralston-Purina Co., 88 F.2d 97, 101 (8th Cir. 1937).
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court also applied Singer and made it clear that expert testimony on interpre-
tation is merely advisory to the court and may be disregarded.’¢  Similarly,
the Court of Appeals for the Ninth Circuit follows the general rule of Coupe,
that infringement is a question of fact to be Ieft to the jury, and qualifies this
pronouncement by the Singer concept.’” In likening a patent to a confract,
this court also adheres to the gemeral rule that matters of construction are
questions of law for the court.58

From the foregoing, it is concluded that the construction and interpreta-
tion of a patent involve questions of law to be determined by the court. The
issue of infringement presents a question of fact only when extrinsic evidence is
needed to explain terms of art therein or to apply the descriptions to the sub-
ject matter; and if not needed, the infringement matter becomes a question
of law.

It must be recognized that there are significant weaknesses in the Singer
rule as it applies to matters of construction and infringement being questions
of law. It is well settled that a patentee is his own lexicographer,®® and the
terms by which he chooses to use to describe his invention, while being under-
standable to one skilled in the art under 35 U.S.C. § 112, may not carry the
same meaning of the same term used in its ordinary lay semse.®? 'The Singer
rule states that the construction or interpretation of this term is a law question
for the court, but the meaning thereof is obviously a question of fact which
may require expert testimony to determine. The Singer rule does not make the
need for extrinsic evidence an exception to the rule that construction is a ques-
tion of law only for the court, for this exception applies only to the matter of
infringement. Thus, the inflexible rule that construction is a matter only for
the court to decide should be subject to the same exception that applies to
the issue of infringement, i.e., if extrinsic evidence is required on the matter of
construction, a fact question is created which may go to the jury.®

A similar weakness exists in the Singer rule in regard to infringement,
since a trial judge, who is a layman in the field contemplated by the patent,
may earnestly but erroneously believe that the patent documents and devices
before him are understandable without extrinsic evidence, when subtleties of
a technical nature or otherwise, which are developed through expert testi-
mony or the like, might substantially change the import thereof. As Judge
Learned Hand wrote:

Specifications are written to those skilled in the art, among whom
judges are not. It therefore becomes necessary, when the termi-
nology of the art is not comprehensible to a lay person, that so much
of it as is used in the specifications should be translated into col-

56 Solomon v. Renstrom, 150 F.2d 805, 808 (8th Cir, 1945). g

57 McRoskey v. Braun Mattress Co,, 107 F.2d 143, 147 (9th Cir, 1939).

58 Del Francia v. Stanthony Corp., 278 F.2d 745, 747 (9th Cir, 1960).

59 Hughes Tool Co. v. Varel Mfg. Co., 336 F.2d 61, 65 (5th Cir. 1964).

80 The Bridge Proprietors v. The Hoboken Co., 68 U.S. (1 Wall) 116 (1863).
61 Hurin v. Electric Vacuum Cleaner Co. Inc,, 298 F. 76 (6th Cir. 1924).
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loquial language; in short, that the judge should understand what the
specifications say.®2

In a later decision,® Judge Hand continued:
Courts, made up of laymen as they must be, are likely either to un-

derrate, or to overrate, the difficulties in making new and profitable
discoveries in fields with which they cannot be familiar. . . .%*

In this connection, the Supreme Court has said:

It does mot follow, that when a mewly invented or discovered
thing is called by some familiar word, which comes nearest fo ex-
pressing the new idea, that the thing so styled is really the thing
formerly meant by the famitiar word.%

This decision concluded that the word “bridge” as used in an old bridge law
passed in 1790, did not mean the same thing when applied to the modern
structure of a railroad bridge.

It would seem, therefore, that even concerning matters of construction of
patents, the courts could submit certain factual questions to a jury. Moreover,
the trial court should not take the infringement question away from the
jury when extrinsic evidence concerning the patent and the accused device,
product or method have been submitted unless the court detects an unbridge-
able gap between the patent claims and the alleged infringing activity, which
gither cannot be spanned by such evidence, or which inherently rejects
such evidence.

1. VALIDITY

The defense of validity assumes many postures, but is usually bottomed on
indefiniteness or ambiguity of the specification and claims under 35 US.C.
§ 112, lack of utility under 35 U.S.C. § 101, lack of novelty under 35 U.S.C.
§ 102, or lack of nonobviousness under 35 U.S.C. § 103. Under 35 US.C.
§ 112, the inventor is required to describe his invention in the patent in such
terms that one skilled in the art can make use of the invention. Defenses
under this statute are customarily regarded as questions of fact®® which
should therefore be appropriate for submission to a jury. The question of
novelty raises a host of fact questions, such as abandonment,®” under various
provisions of 35 U.S.C. § 102. However, the most common test of novelty is
whether the patent claim was anticipated or shown in a prior patent, publi-
cation, or prior art device. Some of the foregoing decisions®® cited in regard
to the infringement issue under the Singer and Coupe rules actually related

62 Kohn v. Eimer, 265 F. 900, 902 (2d Cir. 1920).
ci :;%S)afety Car Heating & Lighting Co, v. General Electric Co., 155 F.2d 937 (2d
ir. i
64 jd. at 939.
66 The Bridge Proprictors v. The Hoboken Co., 68 U.5. (1 Wall.) 116, 147 (1863).
c (;3 6%mo]d Pipe Rentals Co. v. Engineering Enterprises, Inc., 350 F.2d 885, 892 (5th
ir, 1965).
87 35 U.S.C. § 102(c) (1964). Abandonment is a question of fact. Batten V.
Taggert, 58 U.S. (17 How.) 74, 85 (1854).
88 See pp. 6-10 infra.
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to the court’s ability to evaluate prior art with or without the aid of extrinsic
evidence. Thus, if a given plaintiff’'s patent or defendant’s device are suffi-
ciently comprehensible by the court in such a manner that no extrinsic evi-
dence is required for understanding thereof, and if the court can therefore
invoke the Singer rule and take the infringement question away from the jury,
it would seem that the court would have a similar prerogative in treating prior
art patents or devices used to thwart novelty. By the same token, prior art
patents or devices which require extrinsic evidence for their understanding
should create fact questions wherein the issue of novelty becomes a question
of fact® for the jury if one has been impaneled.

Prior to the 1966 Supreme Court cases,™ the issue of validity was broadly
deemed by the Court to be an ultimate fact triable to a jury.”® However, in
Graham,” the Court regarded the ultimate question of patent validity to be
“one of law.”"® This statement,™ which ignored the earlier clear pronounce-
ment™ that validity was a question of fact, was based on the Court’s com-
mentary in Great Atlantic & Pacific Tea Co. v. Supermarket Equipment
Corp.™ However, a review of the language from the A, & P.77 case does not
suggest that the court had revised its view that validity was a question of fact
and not of law. In 4. & P., the court specifically stated that it did not reverse
the finding of fact of invention, but set it aside™ because, as a matter of law the
wrong standard of invention had been used. In any event, whatever the
Supreme Court took away from the juries of the future in Graham by referring
to the question of patent validity as one of law rather than one of fact,™ it
quickly returned by specifying several factual inquiries which must be made to
satisfy the nonobviousness requirements of 35 U.S.C. § 103:

While the ultimate question of patent validity is one of law,

[citation omitted], the § 103 condition, which is but one of three con-

ditions, each of which must be satisfied, lends itself to several basic

factual inquiries. Under § 103, the scope and content of the prior

art are to be determined; differences between the prior art and the

claims at issue are to be ascertained; and the level of ordinary
skill in the pertinent art resolved. Against this background, the

89 Heide v. Panoulias, 188 F. 914, 916-17 (2d Cir. 1911). Hanovia Chemica! &
Mfg. Co. v. David Buttrick Co., 127 F.2d 888, 889-90 (1st Cir. 1942).

70 Graham v. John Deere Co., 383 11.S. 1 (1966); United States v. Adams, 383
U.S. 7319 (1966).

Inglett & Co. v. Everglades Fertilizer Co., 255 F.2d 342, 345 (5th Cir. 1958).
72 Graham v. Jolm Deere Co., 383 U.S. 1 (1966).

8 Id, at 17.

74 Id.

75 United States v. Esnault-Pelterie, 299 U.S. 201, 205 (1936).

76 340 U.S. 147, 155 (1950).

77 Id. at 155.

78 Id. The lack of clarity of the relevant language in A. & P. upon which the
Supreme Court based its change of position in Grekam was noted b‘ir the of
élppelaglgsgor the Fifth Circuit in Swofford v. B. & W., Inc.,, 395 F.2d 362, 365 (5th

I. :

79 The Supreme Court’s view in Graham, that the “ultimate question of patent
validity is one of law,” influenced the authors of Federal Jury Practice And Instructions,
to delete in their second volume the section on instructions in patent cases which ap-
peared in an earlier edition, Federal Jury Practice And Instructions, 365 (2nd ed. 1970).
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obviousness or nonobviousness of the subject matter is determined.
Such secondary considerations as commercial success, long felt but
unsclved needs, failure of others, etc., might be utilized to give light
to the circumstances surrounding the origin of the subject matter
sought to be patented. Ag indicia of obviousness or nonobviousness,
these inquiries may have relevancy.

The very language of the statute pertaining to obviousness® cries out that it is
the persons having ordinary skill in the art who must make the judgment about
the cbviousness or nonobviousness of the differences between the invention and
the prior art. Having heard from such experts through trial testimony, it
would seem that the trial court would be estopped to prevent the evaluations
of such experts from reaching the jury. The level of the ordinary skill of
such persons is one of the factual inquiries required to be made by the court
on the obviousness question.! In reading the decisions, one must bear in
mind the difference between patent experts, usually disinterested patent
lawyers, whose testimony may be advisory at best,®2 and the “experts” who have
gkill in the art. It is the latter group which is contemplated by the statute,’?
and it is to this group that attention must be given. Certain of the secondary
considerations, such as commercial success, have always been regarded as
factual inquiries.34 :

Despite the inadvertence of the Supreme Court’s having changed validity
from a question of fact®s to a question of law,%¢ the factual inquiries outfined
in Graham®7 pertaining to the issue of validity under 35 US.C. § 103 still
leave the determination of obviousness welded to questions of fact which a
jury could consider. The Court of Appeals for the Fifth Circuit recognized
these factual inquiries and regarded them to be subject to the clearly erroneous
rule,®® but indicated that this rule does not apply to an “oltimate factual con-
clusion.”®® The full meaning of this statement emerged in a subsequent deci-
sion, Swofford v. B. & W., Inc.,?® where the court sustained the directed ver-
dict cf the trial court® for patent invalidity after a jury had held the patent to
be valid. The trial court ignored three interrogatories®? to the jury since
they went to the ultimate question of validity itself, which the court regarded
as a question of law. A review of these three interrogatories®® suggests that

80 35 5.8.C. § 103 (1964).

81 Graham v. John Deere Co., 383 U.S, 1, 17 (1966).

82 Solomon v. Renstrom, 150 F.2d 805, 808 (8th Cir. 1945), -

B3 35 U.S.C. § 103 (1964).

84 Ray-O-Vac Co. v. Goodyear Tire & Rubber Co,, Inc.,, 136 F.2d 159 (7th Cir.

& United States v. Esnault-Pelterie, 299 U.S. 201, 205 (1936).
88 Graham v, John Deere Co., 383 U.S. 1, 17 (1966).
8T Id. at 17.
88 Metal Arts Co. v. Fuller Co., 389 F.2d 319, 321 (5th Cir. 1968).
80 Id. at 321,
90 395 F.2d 362 (Sth Cir. 1968).
91 Swofford v. B. & W., Inc., 251 F. Supp. 811 (S.D. Tex. 1966).
93 JId. at 817.
98 14, at 813, 814-15,
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the court did go substantially to the ultimate question of obviousness, and in
this sense, were improvidently drafted. But in a later decision,** it is clear
that the fifth circuit still recognizes the factual inquiries that must be made for
obviousness. In American Seating Co., the court sustained the trial eourt’s
finding that the patent was invalid under 35 U.S.C. § 102 and § 103. The
critical factor in the validity question was the trial court’s definition of the term
“integral” as used in the patent, and this decision was made from its evaluation
of conflicting scientific testimony. The court held: “When there is a marked
conflict among expert witnesses, the case is clearly one which calls for the ap-
plication of Rule 52(a) of the Fed. R. Civ. P,”®% ]t follows that if the court or
a jury had reached an opposite conclusion on this factual matter which favored
the patentee, the appellate court would similarly have honored the immunities
of Rule 52{a) and left the matter undisturbed unless clearly erroneous. In
Swofford, the fifth circuit noted®® that the second, third, fourth, fifth, sixth,
seventh, ninth, and tenth circuits shared its view that nonobviousness is a ques-
tion of law, However, all of the cases cited from the various circuits in
support of this conclusion were prior to Graham. At least two of these cirenits,
the fourth®” and the tenth,?® have since had an opportunity to direct themselves
to this precice question, and have each held that obviousness is a question of
fact which is bound by Rule 52(a).

It would appear that the plaintiff’s problems in Swofford stemmed from
the phraseology of the interrogatories to the jury. For example, Graham states
that one of the factual inquiries of nonobviousness under § 103 relates to the
differences between the prior art and the patent claims at issue.?®* The stat-
ute (35 U.S.C. § 103) focuses on the question of whether “the differences be-
tween the subject matter sought to be patented and the prior are such
that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which the
subject matter pertains.” The plaintiff in Swofford asked the jury this far-
reaching question in Interrogatory 21: “Do you find that the combination de-
fined in the claims of the plaintiff’s patent in suit is a combination the struc-
ture of which was not obvious as of June 4, 1954 to a man of ordinary skill
in the art who had knowledge of all of the prior devices and references?'100
It would seem that if the plaintiff had submitted evidence of the prior art and
the patent claim by patent experts or persons with skill in the art, the following
typical interrogatories might have been appropriate:

:; ﬁme{i%té Seating Co, v. Southeastern Metala Co., 412 F.2d 756 (5th Cir, 1969).
. a .

9¢ Swofford v, B, & W., Inc., 395 F.2d 362 (5th Cir. 1968).

97 Porter-Cable Machine Co. v. Black and Decker Mfg. Co., 402 F.2d 517, 519
(4th Cir. 1968); Mahaffy and Harder Engineering Company v. Standard Packagin
g(:ﬁpaiES?g?b%d 525, 530 (4th Cir, 1968). See also Willis v. Town, 182 F.2d 892, 89
1968;8 ‘Rimco Corp. v. Peterson Filters and Engineering Co., 406 F.2d 431 (10th Cir.

92 Graham v. John Deere Co., 383 US. 1, 17 (1966).

100 Swofford v. B. & W., Inc., 251 F. Supp. 811, 815 (S.D. Tex. 1966).
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A. Did differences exist at the time of the invention of patent
claim 1 between the subject matter of the claim and the prior art
patents X and Y?

B. For each different element of structure contemplated by an

affirmative answer to the preceding interrogatory, was it obvious at

the time of the invention to a person having ordinary skill in the

art to use that element or elements of the prior art devices to per-

form the same purpose and function of that same element or clements

as assembled in patent claim 1?
Thus, if a resilient spring was the element that constituted the difference
between the patented combination and the combination of the prior art, and
if the jury, on the basis of extrinsic evidence, concluded that one having ordi-
nary skill in the art would have found it obvious to apply a spring to the
combination of the prior art, then this would be a proper disposition of a fac-
tual question based upon extrinsic evidence which should invoke the immunity
of Rule 52(a). The court would therefore be required to make the legal de-
termination thai the combination of patent claim 1 was obvious, and hence,
icvalid. However, if the jury had been required to make a factual determina-
tion of the term “integral” as did the trial court in American Seating Co.,'**
(a finding of fact sanctioned by the fifth circuit), and if the jury had found
that the integral construction of two elements constituted the difference between
the claimed combination and the prior art, and if the jury then concluded
on the basis of conflicting and believable evidence that one having skill in the
art would rnot have found it obvious to make these components of integral con-
struction, it is difficult to see how the trial court could either remove this ques-
tion from the jury or grant a directed verdict in oposition thereto. This is
merely a determination in the face of extrinsic evidence of the factual question
that the statute'®? contemplates.

IV. CoNCLUSION

The struggle with the jury question of obviousness may well be won or lost
on the specific interrogatories propounded to the jury. In any event, the law-
fact argument continues to ferment on the question of validity and the uncer-
tainty of the jury influence on patent validity continues to waiver!® and to
prevail?®* on different fronts as the trial courts struggle with Graham.

In conclusion, infringement is normally a question of fact'°® which can
be submitted ¢ the jury unless the trial court believes under the Singer rule
that the patents and devices in question are completely understandable without

= 1109169America.n Seating Co. v. Sountheastern Métals Co.,, 412 F.2d 756, 758 (5th
ir.

).
102 35 U.S.C. § 103 (1964).
108 Allen Industries Ime. v. National Sponge Cushion, Inc., 292 F. Supp. 504
(D.C. N.I. 1967), aff'd 403 F.2d 717 (3d Cir. 1968).
164 Holmes v. Thew Shovel Co., 305 F. Supp. 139 (N,DD. Ohio 1969).
165 Coupe v. Royer, 155 U.8. 565, 575, 577 (1895); Hahn & Clay v. A. O. Smith
Corp., 320 F.2d 166, 172 (5th Cir. 1963).



January 19711 Jury Trials in Patent Litigation 255

the need of extrinsic evidence. However, trial judges are under the admonition
of Judge Learned Hand!’® not to assume too much expertise in interpreting,
construing, or comparing patents or devices. Patent validity is now a question
of law,1°7 and questions of definiteness,’°® abandonment!®® and novelty!?
either are, or necessarily involve, strong questions of fact. Invalidity by reason
of obviousness under 35 U.S.C. § 103 requires definite factual inquiries,!?
which if not couched in terms of ultimate factual conclusions, can be a subject
for determination by the jury. In view of the foregoing, it seems clear that
under proper circumstances, where extrinsic evidence is submitted which is not
inconsistent with any absolute to which the court could adhere, the jury’s
findings on both the issues of infringement and the factual aspects of validity,
would necessarily control the trial court’s conclusions as to these issues, and the
jury’s findings in these areas would similarly acquire the clearly erroneous im-
munity of Rule 52(a). At least the factual inquiries pertaining to obviousness,
as enunciated in Graham, do come within the strictures of this rule.112

106 Kohn v. Eimer, 265 F. 900, 902 (2d Cir. 1920); Safety Car Heating &
L1ghtmg Co. v. General Electric Co., 155 "B.2d 937 (2d Cir. 1946).
Graham v. John Deere Co., 383 U.S. 1, 17 (1966).
:g: E?ttm v. Taggert, 58 U.S. (11 How.) 14‘; 85 (1854).
110 Jd
11t Graham v. John Deere Co., 383 U.S. 1, 17 (1966).
112 Stamicarbon N.V. v. Escambia Chem. Corp., 430 F.2d 920, 926 (5th Cir. 1970).



THE LAW OF WATER DISTRIBUTION IN IOWA AND SOUTH
DAKOTA: A COMPARISON OF THE RIPARIAN
AND APPROPRIATIVE SYSTEMS

Max A. Gorst

Water is necessary to sustain human and other animal and plant life, as we
know it, on this planet.? Water is also necessary to manufacturing, mining,
recreation, transportation and a variety of other activities in which human be-
ings are notorious for engaging.? '

" The supply of water is static.2 The supply of men is not.4 Moreover, a
great deal of the supply of water is unusable for many of mankind’s purposes
because of its saline condition. Another significant portion of the world’s
water supply has been, is, or soon will be, polluted to the point of impairing
its usefulness, exhausted by extravagant use,” or wasted by mismanagement.®
Therefore, as the demand created by increasing population” and myriad new
forms of consumption is rising® the supply is diminishing. An alarming water
shortage is developing,® necessitating rules for sharing water.l® In an ordered
society the rules will be written and referred to as laws.1!

T Assistant Attorney Genersl of Iowa, J.D. 1970 Drake University Law School.

* “Water is absolutely necessary for human existence. This is a widely recog-
nized but little appreciated fact” Timmons, Problems in Water Use and Control, 41
Towa L Rev. 160 (1956) [hercinafter cited as Timmons],

Id. Water is_important economically, physically, and esthetically “to a great
range of human activities,” N. HNeES, A DEcCADE oF EXPERIENCE UNDER THE Iowa
PErMIT SysTEM 1 (Agricultural Law Center, College of Law, The University of Iowa,
Monograph No. 9, 1966} [hereinafter cited as Hrves].

3 See Tunmcms, supra note 1, at 178,

4 See generally P. ElRLICH, 'I‘ma PoruraTION BoMB (1968).

5 “[Elxtravagent uses of this precious resource [water] are straining the available
supphes, even in areas once considered water rich.” HINES, supra note 2, at 1.

“ITlhe majority of today’s water problems . .. stem from ... a continuing
lack of accomodation between nature’s distribution patterns and man’s need patterns . . . .
[M]lost would agrce the fault lies chiefly with man and not with nature.” Id.

7 “Concern over handling the nation’s resources in order to meet the demands of
its exploding population is deep and widespread.” Huichins, Background and Modern
Developments in State Water-Rights Law in 1 WATERS AND WATER RIGHTS 150 (R. Clark
ed, 1967) [hereinafter cited as Hutchins].

8 “An increasing population coupled with greater per capita consumption is much
the story, but indusirial, agricuitural and recreational demands for water are also ex-
panding rapidly.” HINEs, supra note 2, at 1. *“The fundamential character of water
problems lies in the increasing demands . . . .” Timmons, supre note 1, at 161.

8 See Timmons, supra note 1, at 178." “That the pressure of increasing popula-
tion wpon the nation’s water supplies is posing and will continue to pose, serious problems
in engineering and other natural sciences, economics, finance, and law is widely recog-
nized and studied . . , .” Hutchins, supra note 7, at 150-51. Iowa, however, is one of the
few remaining states with a water surplus. See HINES, supra note 2, at 1, where the
autbor concludes that in Iowa “scarcity is as vet chiefly a potential threat.”

10 Seez Timmons, supra note 1, at 171, 178.
11 Not that all rules will always be written—custom and traditions sometimes ps-
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